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^FPT .V AND RESPONSK TO REST RICTION/ELECTION OF SPECIES 

Commissioner for Patents 

P.O. Box 1450 

Alexandria, VA 22313-1450 

Sir: 

In response to the Official Action [Restriction/Election of Species] mailed July 2, 
2003, Applicants elect, with traverse. Group I, claims 1-27, 53 and 89-94 directed to 
compositions containing silane-functionalized olefin terpolymers derived from at least one 
diene monomer. Applicants further elect, for search purposes only, the species designated 
as (i) in the Office Action, directed to functionalized and unfunctionalized hydrolyzable 
organosilanes. Claims 1, 2, 4, 7, 9, 53, 89 and 90 are believed to be readable on the 
elected species. 
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REMARKS 

Entry of the foregoing and reconsideration of the subject matter identified in caption 
are respectfully requested. 

The Office Action Summary indicates that claims 1-53 and 65-94 are pending in this 
application. New claims 95 and 96 were added in the Preliminary Amendment filed 
March 7, 2002. Accordingly, claims 1-53 and 65-96 are currently pending. 

The election is made with traverse since it is submitted that a sufficient 
interrelationship exists between the two groups of claims to warrant examination in a single 
application. It is believed that a complete search would cover both sets of claims in a 
single application. Indeed, it is submitted that exammation in a single application would in 
fact lessen the burden on the U.S. Patent and Trademark Office. Such reduced burden 
would manifest itself in a reduced paperload and a lesser number of files. 

MPEP §803 states that an application may be properly restricted to one or more 
clauned inventions only if (1) the inventions are independent or distinct as claimed, and (2) 
there is a serious burden on the Examiner if restriction is not required. Thus, even if 
appropriate reasons exist for requiring restriction, such a requirement should not be made 
unless there is an undue burden on the Examiner to examine all of the claims in a single 
application. 

Here, it would seem that search and examination of the elected and non-elected 
inventions would substantially overlap. Further, Applicants disagree that the claims of 
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Group II are unpatentable over EP 1 004 628 and EP 807 660 as alleged in the Office 
Action. The issue of patentability over the prior art has not been resolved. 

For at least all of the above reasons, withdrawal of the Restriction/Election of 
Species requirement and examination of all claims in the application are respectfully 
requested. 

If there are any questions concerning this paper or the application in general, the 
Examiner is invited to telephone the undersigned at (703) 838-6683 at his earliest 
convenience. 



Respectfully submitted. 



Burns, Doane, Swecker& Mathis, L.L.P. 



Date: September 23. 2003 
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